TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the
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ON BRI EF

Bef ore PAK, WALTZ, and ROBI NSON, Adnini strative Patent Judges.

PAK, Adm ni strative Patent Judge.

DECI S| ON ON APPEAL

Gelorne et al. (appellants) appeal fromthe exanm ner’s

final rejection of clainms 1, 6, 8 and 21 through 26. d ains

! Application for patent filed Decenber 16, 1994.
According to appellants, the application is a continuation of
Application No. 08/122,886, filed July 13, 1993, now
abandoned; which is a continuation of Application No.

07/ 782,943, filed Cctober 25, 1991, now abandoned.
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9, 10 and 13 through 19 stand wi thdrawn from consi deration by
the exam ner as being directed to a nonel ected invention.

The cl ai ned subject matter is directed to a
phot osensi tive conposition containing a polyimde precursor
and a conplex of a polynerizable carboxylic acid functional
compound with a tertiary amno functional group. This subject
matter is related to the subject nmatter enbodied in Appeal No.

97-0226, which is directed to a process for using the

presently cl ai med phot osensi tive
R
conposition. Caimlis AN illustrative of the
, , , , E°—W...HOOCK' o
i nvention described in yd this application and
Kr

reads as foll ows:

1. A photosensitive conposition conprising a polyimde
precursor; and as a nodifier reactive with said polyimde
precursor a conplex of a polynerizable carboxylic acid
functional conmpound with a tertiary am no functional group
wherein said conplex is represented by the fornmul a:

wherein each of R, R and R; is individually selected fromthe
group of al kyl groups, acrylyl and nethacryl groups; and R, is
selected fromthe
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The reference relied upon by the exam ner is:

General Chemi stry, March et al, Macm |l an Publishing Co.
Inc., New York, 1979, pp 162-163 (hereinafter referred to as
“March").

The reference relied upon by appellants is:
Conci se Chem cal and Technical Dictionary, Third Enl arged
Edi ti on, Bennett, Chem cal Publishing co., Inc., New York
1974, page 272 (hereinafter referred to as "Bennett").

The appeal clainms stand rejected as foll ows:
(1) dains 1, 6, 8 and 21 through 26 under 35 U S.C. § 112,

second paragraph, as being indefinite for failing to

cHS - (MEC-C=cHS) S

o cH3

dromd or -CH=CHS' -C=CHS' CHS-(MHC-CH=CHS)S sug

I
CH3 o)
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particularly point out and distinctly claimthe subject matter
whi ch appellants regard as their invention?

(2) daim6 under 35 U S.C. 112, fourth paragraph, for
failing to further limt the subject matter of its parent

cl ai m

(3) dains 22 and 23 under 35 U S. C. 112, first paragraph,
for | acking descriptive support for the subject nmatter
presently clainmed in the original disclosure; and

(4 dains 1, 6, 8 and 21 through 26 under 35 U S.C. § 112,
first paragraph, for failing to provide an enabling disclosure
for the subject matter clainmed.

We have carefully reviewed the entire record, including
all of the argument advanced by the exam ner and appellants in
support of their respective positions. This review |eads us
to conclude that the exam ner’s rejections are not wel
founded. Accordingly, we will not sustain the examner’s
rejections for essentially those reasons set forth by
appellants in their Brief. W add the followng primarily for

enphasi s.

2 The rejections of clains 6, 8 and 21 under 35 U.S. C
§ 112, second paragraph, are included in this rejection.
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We consider first the examner’s rejection of clains 1,
6, 8 and 21 through 26 under 35 U S.C. § 112, second
par agraph, as being indefinite. In determ ning whether claim
| anguage runs afoul of the second paragraph of 35 U S.C. §
112, we nust anal yze the definiteness of the |anguage enpl oyed
in clainms not in a vacuum but always in light of the
teachings of the prior art and the application disclosure as
it would be interpreted by one possessing the ordinary |evel
of skill in the pertinent art. In re Sneed, 710 F.2d 1544,

1548, 218 USPQ 385, 388 (Fed. GCir. 1983); In re Angstadt, 537
F.2d 498, 501, 190 USPQ 214, 217 (CCPA 1976). The clains are
deened definite so long as they reasonably apprise one of
ordinary skill in the art of their scope. |In re Warnmerdam 33
F.3d 1354, 1361, 31 USPQRd 1754, 1759 (Fed. Gr. 1994). W
are m ndful that the examner has the initial burden of
denmonstrating i ndefiniteness of the clains. In re Qetiker,
977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gir. 1992).

The examner initially argues (Answer, page 5) that
"[t]he linking bonds for the bisacrylam de and

bi snet hacryl am de R, groups are not shown in claim1."
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Al t hough the |inking bonds for two of the four R, groups are
not shown in claim1, we are of the view that one possessing
ordinary skill in the art would have known that such |inking
bonds are present in those R, groups. The presence of such
I i nki ng bonds is apparent froma fornmula which defines the
cl ai med conpl ex. Wen any one of these R, groups is linked to
the carboxylic acid group of the conplex, five bonds will be
present on the carbon atom of the carboxylic acid group.
Conmpare Answer, page 6, with Brief, page 5. Thus, we concl ude
that the scope of claim1l1 is unanbi guous to those skilled in
the art.

The exam ner, referring to claim®6, also argues that
"[i]t is not clear what the clainmed conpound
di met hyl am nopropanol nethyl nethacrylate is.” See Answer,
page 6. The exam ner, however, has not denonstrated that the
meani ng of the expression "di nethylam nopropanol nethyl
net hacryl ate” is not known to those skilled in the art. See

Answer, pages 6 and 10. A nere fact that Chem cal Abstracts’
Regi stry dat abase does not nention di nmet hyl am nopropano

met hyl nethacrylate would not, by itself, render such
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expression indefinite unless the exam ner can establish that
t he expression does not reasonably apprise one of ordinary
skill in the art of the scope of protection sought by
appel lants. Note also that the examner’s reference to the
nonencl at ure of di net hyl am nopropanol nethyl nethacryl ate at
page 9 of the Answer further negates the exam ner’s position
that its nmeaning is not known to those skilled in the art.
Further, the examner, referring to clains 8 and 21,
argues that "[i]t is not clear what are the reactive groups of
the polyimde precursor.” See Answer, page 8. The exam ner,
however, has not denonstrated that reactive groups of the
pol yi m de precursors defined at page 4 of the specification
are not known to those skilled in the art. 1In fact, the
exam ner recogni zes that carboxylic acid groups of the
pol yi m de precursors (the polyani c acids) are reactive groups.
See Answer, page 8, together with specification, page 4. Note
al so that the polyimde precursor needs reactive groups to
react wwth the clainmed conplex as required by claiml1l. Since
t he | anguage enployed in clainms is not analyzed in a vacuum
but always in light of the teachings of the prior art and the
application disclosure as it would be interpreted by one
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possessing the ordinary level of skill in the pertinent art,
we agree with appellants that one of ordinary skill in the art
woul d have known the neani ng and the scope of the expression
"the reactive groups of the polyimde precursor”.

Secondly, we consider the examner’s rejection of claim®6
under 35 U. S.C. 112, fourth paragraph, for failing to further
limt the subject matter of its parent claim claim1.
According to claim1, "each of R, R, and R, is individually
selected fromthe group of al kyl groups, acrylyl groups and
nmet hacryl groups... (enphasis supplied)”. This phrase does not
limt R, R, and R, to nethacryl, acrylyl or alkyl. Rather
as argued by appellants, it enconpasses any conpound which
contains the structure defined by al kyl, nethacryl and
acrylyl. See Brief, page 7. Since the nethacryl ate part of
di met hyl am nopr opanol nethyl nethacrylate recited in claim®6
does contain the nmethacryl structure of claiml1l, we agree with
appel lants that claim6 further limts its parent claim1l.

Thirdly, we consider the examner’'s rejection of clains
22 and 23 under 35 U.S.C. 8§ 112, first paragraph, as |acking

descriptive support for the subject matter now clainmed in the
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ori ginal disclosure. The purpose of the witten description
requi renent of 35 U S.C. 8§ 112, first paragraph, is to convey
with reasonable clarity to those skilled in the art that, as
of the filing date sought, appellants were in possession of
the invention now clainmed. Vas-Cath Inc. v. Mhurkar, 935
F.2d 1555, 1564, 19 USPQ2d 1111, 1117 (Fed. G r. 1991). W
note that there is no literal support in the origina

di scl osure for the phrase "wherein said reactive groups are
carboxylic acid groups” in clains 22 and 23. However, the
specification as originally filed does describe polyi mde
precursors (polyam c acids) having carboxylic acid groups

whi ch are reactive to the clained conplex. See Specification,
page 4. The exam ner al so acknow edges at page 8 of the
Answer that the carboxylic acid groups are the reactive
groups. Specifically, the exam ner states that "[t] he

[ e] xam ner agrees that carboxylic acid groups are reactive
groups..." See Answer, page 8. Under these circunstances, we
cannot agree with the exam ner that the disclosure as
originally filed does not reasonably convey to one of ordinary
skill in the art that, as of the filing date sought,
appel l ants had possession of the invention now cl ai ned.

9
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We now consider the examner’s rejection of clains 1,6, 8,
and 21 through 26 under 35 U.S.C. 8§ 112, first paragraph, as
| acki ng an enabling disclosure in the specification for the
subject matter claimed. As stated in In re Vaeck, 947 F.2d
488, 496 n. 23, 20 USPQRd 1438, 1444-1445 (Fed. G r. 1991):
The first paragraph of 35 U.S.C. § 112
requires nothing nore than objective enabl enent.

In re Marzocchi, 439 F.2d 200, 223, 169 USPQ
367, 369 (CCPA 1971). How such a teaching is

set forth, either by use of illustrative
exanpl es or by broad term nology, is irrelevant.
| d.

Where applicants’ specification contains a description of the
manner of making and using the clained invention in terns
corresponding in scope with those of the clains, conpliance
with the enabl enent requirement of the first paragraph of 35
Uus.C

8§ 112 is presuned. In re Marzocchi, 439 F.2d at 223-224, 169
USPQ at 369-370. It is the exam ner’s burden to present
adequate reasons to doubt the objective truth of appellants’
statenments in the specification. I1d. |In presenting adequate
reasons, the exam ner nust take into consideration, inter

alia, the amobunt of guidance or direction presented in the
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specification, the nature of the clainmed invention, the state
of the prior art, the relative skill of one of ordinary skil
in the art and the predictability or unpredictability of the

art. In re Wands, 858 F.2d 731, 737, 8 USPQ2d 1400, 1404
(Fed. Cir. 1988), citing with approval Ex parte Fornman, 230

USPQ 546, 547 (Bd. Pat. App. & Int. 1986).
Here, the exam ner argues (Answer, page 5) that:

The specification does not teach howto
provide R, groups in which the carbon atom
linking the R4 group to the carboxyl group has a
val ence of 5. Typically a carbon atom has a
val ence of 4. Page 6 of the specification and
claim1 teach the use of R4 groups which contain
carbon atons with a val ence of 5.

In so arguing, the examner fails to consider the state of the
prior art as represented by the prior art reference referred
to at page 5 of the Brief. According to appellants, the
Bennett reference teaches (Brief, page 5) that:
[T]he clainmed formula is a conpl ex as

stated, and a conpl ex, as would be apparent to

those skilled in the art, is a conponent in

which a particular atomis attached to other

atons or groups of atonms to a nunber in excess
of its charge or oxidation nunber

11
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This definition explains why the clainmed conplex has five
bonds on the linking carbon atom The exam ner’s reliance on
the March reference, however, does not negate this teaching.
The March reference, for exanple, shows oxygen having three
bonds even though it typically has a val ence of two. See page
162. The March reference al so indicates that "hydrogen
bonding is not present” in every hydrogen containing conpound.
| d.

The exam ner al so argues that "the specification does not

teach what groups on the polyimde precursor are the reactive

groups of the polyimde precursor (enphasis supplied).” See
Answer, page 5. In so arguing, the exam ner again ignores the
state of the prior art, as well as the relative skill of one
of ordinary skill in the art. 1In this regard, we also note

that the exam ner acknow edges at page 8 of the Answer that
carboxylic acid groups, although not nentioned in the
specification, are the reactive groups of the polyimnde

precursors (polyam c acids).
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No period for taking any subsequent action in connection
with this appeal nay be extended under 37 CFR 8§ 1.136(a).

REVERSED

DOUGLAS W ROBI NSON
Adm ni strative Patent Judge

CHUNG K. PAK )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
THOVAS A. VWALTZ ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)

CKP: I p
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